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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 10, 153, 165 and 167 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hartung et al. (US 5,638,752). 

With respect to claim 10, Hartung et al. teach a plurality of successive printing 
stations, one of said stations comprising a first flexographic printing station (16, column 
6 lines 4 - 9), a downstream second flexographic printing station (16, column 6 lines 4 - 
9), and at least one of the successive stations comprising an offset lithographic printing 
station (12 - 15). The offset station being "successive" is interpreted as being 
successive to both the first and second flexographic stations. The recitations of the 
flexographic station printing an "image" or 'the lithographic station printing "over" the 
image are merely an intended use of the apparatus and do not structurally limit the 
flexographic and lithographic stations. Furthermore, the flexographic and lithographic 
stations of Hartung et al. are capable of printing a first "image" and printing "over" the 
first image, respectively. 
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With respect to claim 153, Hartung et al. teach a first flexographic station (16, 
column 6, lines 4-9), a first lithographic station (12-14), a second flexographic station 
(16, column 6, lines 4-9), and a second lithographic station (13-5). 

Regarding claim 165, Hartung et al. disclose "apparatus for a combined 
lithographic/flexographic printing process (figure 1), comprising: 

a plurality of successive printing stations for printing color images on a substrate 
in a continuous in-line process (16, column 6, lines 4-9); 

one of said stations comprising a flexographic printing station capable of printing 
a liquid vehicle image on said substrate with a slurry containing an encapsulated 
essence using the flexographic process (16, column 6, lines 4-9); 

at least one of said successive printing stations being a lithographic printing 
station for using the lithographic process in said continuous in-line process (12-15); and 

means enabling the application of an overcoating over the liquid vehicle image 
on the printed substrate (the flexographic and lithographic stations of Hartung et al. are 
capable of applying an overcoating over the liquid vehicle image)." 

With respect to claim 167, Hartung et al. teach a plurality of successive printing 
stations, one of said stations comprising a first flexographic printing station (16, column 
6 lines 4 - 9), and at least one of the successive stations comprising an offset 
lithographic printing station (12 - 15). The offset station being "successive" is interpreted 
as being successive to flexographic station. The recitations of the flexographic station 
printing an "image" or the lithographic station printing "over" the image are merely an 
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intended use of the apparatus and do not structurally limit the flexographic and 
lithographic stations. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 6 - 9, 1 1 , 1 5 - 1 8, 20 - 23, 25 - 28, 58, 1 61 , and 1 62 are rejected under 35 
U.S.C. 1 03(a) as being unpatentable over Hartung et al. in view of Bird (US 4,841 ,903). 

With respect to claims 6, Hartung et al. teach a plurality of successive stations 
comprising a first flexographic printing station (16, see column 6 lines 4 - 9), an offset 
lithographic station (12-15) downstream of the flexographic station, and, for claim 6 
only: a suspended metallic material (column 5 lines 2-10). Hartung et al. do not teach 
the flexographic printing station being offset or a dryer disposed downstream of the 
flexographic station. Bird teaches an offset flexographic printing station (12, column 5 
lines 13 - 18, 40 - 44, column 6 lines 6 - 20) and a dryer (25a, column 3 lines 12-25, 
column 5 lines 51 - 67) disposed downstream of the offset flexographic station. It would 
have been obvious to one of ordinary skill in the art to provide the apparatus of 
Hartung et al. with an offset flexographic printing station in view of Bird so as to more 
easily convert an offset lithographic station to an offset flexographic station and to dry 
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the first volatile printing/coating before subsequent operations to eliminate smearing of 
the printing/coating. 

With respect to claims 7 and 8 it would have been obvious to one of ordinary skill 
in the art to provide the metallic particles of Hartung et al. (column 5 lines 2 -10)with 
uniform or nonuniform sizes to achieve the desired optical effect. 

With respect to claims 9 and 1 1 note the plate cylinder (20.1), flexographic plate 
(column 3 lines 10-11), impression cylinder (18.1 ), and anilox roller (21 ) of Hartung et 
al. and the blanket cylinder (23a) of Bird. 

With respect to claim 15 Hartung et al. teach a first flexographic station (56) 
having an impression cylinder (18.1), a first lithographic station (51), flexographic ink 
providing means (21 , 32) at the first flexographic station, a second lithographic station 
(52-55), and a second flexographic station (57). Hartung et al. do not teach the first 
flexographic station comprising a blanket cylinder. Bird teaches a flexographic station 
(1 2) comprising a blanket cylinder (23a). It would have been obvious to one of ordinary 
skill in the art to provide the apparatus of Hartung et al. with an offset flexographic 
printing station in view of Bird so as to more easily convert an offset lithographic station 
to an offset flexographic station. 

With respect to claim 16 note the plate cylinder (20.1), flexographic plate (column 
4 lines 10-11), and anilox roller (21) of Hartung et al. 

With respect to claim 17 Hartung et al. teach a first flexographic station (56, 16 - 
see column 6 lines 4 - 9) having a plate cylinder (20.1 ), an anilox roller (21 ), and an 
impression cylinder (18.1), a succeeding lithographic station (51-55, 11-15), and a 
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second flexographic station (57, 17 - See column 6 lines 4 - 9). Although Hartung et al. 
do not specifically teach the flexographic plate having an "image," the broad recitation of 
an image would not appear to distinguish from a spot coating plate as such a plate 
would have certain areas in relief compared to other areas. Moreover, Hartung et al. 
repeatedly disclose that the flexographic stations are "printing/lacquering units" implying 
that the stations could provide a lacquer or print "images" and that the units print with 
"pigmented inks" (column 2 lines 44 - 46) or metallic inks (column 5 lines 2-10). In view 
of these teachings, it would have been obvious to one of ordinary skill in the art to print 
images with the pigmented or metallic inks of Hartung et al. since uniform coatings of 
pigmented or metallic inks would be wasteful and unappealing. Hartung et al. do not 
teach the first flexographic station comprising a blanket cylinder. Bird teaches a 
flexographic station (12) comprising a blanket cylinder (23a). It would have been 
obvious to one of ordinary skill in the art to provide the apparatus of Hartung et al. with 
an offset flexographic printing station in view of Bird so as to more easily convert an 
offset lithographic station to an offset flexographic station. 

With respect to claim 18 note the lithographic stations (11-15) for printing 
lithographic inks. 

With respect to claim 20 Hartung et al. do not teach an air dryer. Bird teaches an 
air dryer (26a) adjacent the impression cylinder (24a). See column 5 lines 23 - 45 of 
Bird. It would have been obvious to one of ordinary skill in the art to provide the 
apparatus of Hartung et al. with an air drier in view of Bird so as to adequately dry the 
flexographic ink before subsequent printing. 



Application/Control Number: 09/315,796 Page 7 

Art Unit: 2854 

With respect to claims 21 and 22 halftone plates are widely conventional in the 
art to provide the desired shading. 

With respect to claim 23 see column 1 line 8 of Hartung et al. 

With respect to claims 25 - 28 note the comments above with respect to claims 7 

and 8. 

With respect to claim 58 Hartung et al. teach a first flexographic station (56, 16) 
having a plate cylinder (21), a flexographic plate (column 4 lines 10 - 11), a flexographic 
ink supply and an anilox roller (21 ) and at least one subsequent lithographic station (1 1 - 
15, 51-55). Hartung et al. do not teach the first flexographic station comprising a blanket 
cylinder. Bird teaches a flexographic station (12) comprising a blanket cylinder (23a). It 
would have been obvious to one of ordinary skill in the art to provide the apparatus of 
Hartung et al. with an offset flexographic printing station in view of Bird so as to more 
easily convert an offset lithographic station to an offset flexographic station. 

With respect to claim 161 , Hartung et al. teach a first flexographic station (56, 16) 
followed by a first lithographic station (12-15, 51-55). Hartung et al. do not teach a dryer 
disposed between the stations. Bird teaches a dryer (25+ column 3 lines 12-25, 
column 5 lines 51 - 67) disposed downstream of a flexographic station. It would have 
been obvious to one of ordinary skill in the art to provide the apparatus of Hartung et al. 
with a dryer in view of Bird so as to adequately dry the flexographic ink before 
subsequent printing. 

With respect to claim 162 note the at least one further lithographic printing station 
(12-15, 52-55) of Hartung et al. 



Application/Control Number: 09/315,796 Page 8 

Art Unit: 2854 

3. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hartung 
et al. in view of Bird as applied to the claims above, and further in view of Sharp (US 
4,403,550). 

Hartung et al. do not teach waterless inks. Sharp teaches the advantages of 
waterless lithographic inks. See column 2 line 66+ of Sharp, let would have been 
obvious to one of ordinary skill in the art to provide the apparatus of Hartung et al., as 
modified by Bird, with a waterless ink in view of Sharp so as to provide higher printing 
quality. 

4. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hartung 
et al. in view of Bird as applied to the claims above, and further in view of Schumacher 
et al. (US 5,079,044). Hartung et al. do not teach printing an encapsulated essence. 
Schumacher et al. teach printing an encapsulated essence. See column 1 lines 29 - 31 
of Schumacher et al., for example. It would have been obvious to one of ordinary skill in 
the art to provide the apparatus of Hartung et al., as modified by Bird, with an 
encapsulated essence in view Schumacher so as to obtain a scratch-and-sniff printed 
substrate. 

5. Claims 29, 33, 38 and 1 56 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Hartung et al. in view of Pantone (Metallic Integrated Process Color 
Selector). 

With respect to claims 29 and 38, Hartung et al. teach printing with a flexographic 
ink (column 2 lines 44 - 46, column 3 lines 9-12, column 5 lines 2 - 10) on a substrate 
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at a first flexographic station (56 or 16, see column 6 lines 4- 9), transferring the 
substrate to a lithographic station (51 - 55 or 1 1 - 15), printing colored ink 
images at a subsequent lithographic printing station (51-55 or 12-15), and coating the 
substrate at a second flexographic station (17 or 57). Hartung et al. do not explicitly 
teach that the lithographic station prints on top of a flexographic image. Note that 
Hartung et al. repeatedly disclose that the flexographic stations are "printing/lacquering 
units" implying that the stations could provide a lacquer or print "images" and that the 
units print with "pigmented inks" (column 2 lines 44 - 46) or metallic inks (column 5 lines 
2-10). Nevertheless, Pantone teaches that process (i.e. lithographic) color images 
should be printed both on top of and under metallic ink images to achieve the desired 
effect. See the entire document of Pantone. It would have been obvious to one of 
ordinary skill in the art to provide the method of Hartung et al. with the step of 
printing colored images on top of the metallic flexographic image in view of Pantone so 
as to provide the desired color and metallic effect to the image. 

With respect to claim 33 conventional oleophilic lithographic inks are solvent 

based. 

With respect to claim 156 Hartung et al. teach printing an image at a first lithographic 
station (11), transferring the substrate to a first flexographic station (16, see column 6 
lines 4 - 9), printing an image at a second lithographic station (e.g. 12), and then 
transferring the substrate to a second flexographic station (16, see column 6 lines 4 - 9). 
Hartung et al. do not specifically teach printing an image at the first and second 
flexographic stations. Pantone teaches that process color images should be printed 
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both on top of and under metallic ink images to achieve the desired effect. See the 
entire document of Pantone. It would have been obvious to one of ordinary skill in the 
art to provide the method of Hartung et al. with the step of printing colored images on 
top of the metallic flexographic image in view of Pantone so as to provide the desired 
color and metallic effect to the image. 

6. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hartung 
et al. in view of Pantone as applied to claim 29 above, and further in view of Bird. 

With respect to claim 30 Hartung et al. do not teach immediately drying the 
flexographic ink. Bird teaches drying flexographic inks after printing. Note the comments 
above with respect to Bird. It would have been obvious to one of have been obvious to 
one of ordinary skill in the art to provide the method of Hartung et al. with the step of 
printing a flexographic metallic in view of Pantone so as to provide the desired color and 
metallic effect to the image and with a drier in view of Bird so as to adequately dry the 
flexographic ink before subsequent printing. 

Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hartung 
et al. in view of Pantone as applied to claims 29, 33, 38, 156 above, and further in view 
of Sharp. Hartung et al. do not teach using waterless lithographic ink. 
Sharp teaches the advantages of waterless lithographic inks. See column 2 line 66+ of 
Sharp. It would have been obvious to one of ordinary skill in the art to provide the 
method of Hartung et al., as modified by Pantone, with a waterless ink in view of Sharp 
so as to provide higher printing quality. 
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7. Claims 34 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hartung et al. in view of Pantone as applied to claims 29, 22, 38, 156 above, and 
further in view of Schumacher et al. Hartung et al. do not teach printing an encapsulated 
essence. Schumacher et al. teach printing an encapsulated essence. See column 1 
lines 29 - 31 of Schumacher et al., for example. It would have been obvious to one of 
ordinary skill in the art to provide the method of Hartung et al., as modified by Pantone, 
with an encapsulated essence in view Schumacher so as to obtain a scratch-and-sniff 
printed substrate. 

With respect to claim 35 Hartung et al. teach an aqueous coating (17, 57). 

8. Claims 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hartung et al. in view of Pantone and Schumacher et al. as applied to claims 34 and 35 
above, and further in view of Bird. Hartung et al. do not teach UV curing the coating. 
Bird teaches UV curing a coating. See column 6 lines 1 - 5 of Bird, for example. It would 
have been obvious to one of ordinary skill in the art to provide the method of Hartung et 
al., as modified by Pantone and Schumacher et al., with the step of UV curing the 
coating in view of Bird so as to provide a faster curing and more durable coating. 

9. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hartung 
et al. in view of Pantone, Bird, and Sharp. Hartung et al. teach applying a flexographic 
ink at a first flexographic station (16), transferring the substrate to a second flexographic 
station (16, column 6 lines 4 - 9) and applying a second flexographic ink and printing an 
ink pattern over the flexographic ink at a subsequent lithographic station (12-15). 
Hartung et al. do not specifically teach applying a flexographic pattern, with a blanket 
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cylinder, or printing a waterless ink at the lithographic station. Pantone teaches that 
process color images should be printed both on top of and under metallic ink images to 
achieve the desired effect. See the entire document of Pantone. Bird teaches the 
desirability of providing a convertible flexographic station with a blanket cylinder (23a). 
Sharp teaches the advantages of waterless lithographic printing. See column 2 
line 66+ of Sharp. It would have been obvious to one of ordinary skill in the art to 
provide the method of Hartung et al. with the steps of flexographic printing metallic ink 
images in view of Pantone so as to provide the desired color and metallic effect to the 
image, with a blanket cylinder in the flexographic station in view of Bird so as to more 
easily convert the lithographic stations to flexographic stations, and use waterless ink in 
view of Sharp to achieve higher quality images. It is noted that the step of transferring 
the substrate to a second flexographic station does not preclude the existence of a 
lithographic station between the first and second flexographic printing stations. 
10. Claims 154, 163, and 164 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hartung et al. in view of Bird (US 4,939,992) and Rodi (US 
5,115,741). 

With respect to claim 154 Hartung et al. teach a first flexographic station (56, 16 - 
see column 6 lines 4 - 9), a first lithographic station (12-15, 51-55), and a second 
flexographic station (57, 16 - see column 6 lines 4 - 9, 17). Hartung et al. do not teach 
dryers disposed after each of the stations. Bird teaches dryers (25a, 16) disposed 
downstream of flexographic stations (12, 13). See the abstract of Bird, for example. 
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Rodi teaches providing driers (22) after each lithographic station (3 - 6). It would have 
been obvious to one of ordinary skill in the art to provide the apparatus of Hartung et al. 
with driers after each of the flexographic and lithographic stations in view of Bird and 
Rodi so as prevent smearing of the printed images in subsequent printing stations. 

With respect to claim 163 Hartung et al. do not teach a dryer disposed after the 
first lithographic station. Rodi teaches providing driers (22) after each lithographic 
(offset) station (3 - 6). It would have been obvious to one of ordinary skill in the art to 
provide the apparatus of Hartung et al., as modified by Bird with a dryer after the first 
lithographic station in view of Rodi so as prevent smearing of the printed images in 
subsequent printing stations. 

With respect to claim 164 note the second flexographic station (17, 57) of 
Hartung et al. 

11. Claim 158 is rejected under 35 U.S. C. 103(a) as being unpatentable over 
Hartung et al. in view of Bird, Rodi and Pantone. Hartung et al. teach printing at a first 
lithographic station (11), at a first flexographic station (16, column 6 lines 4 - 9), at a 
second lithographic station (12), and at a second flexographic station (16 or 17/57). 
Hartung et al. do not teach driers after the printing stations or printing an image at the 
flexographic stations. Bird teaches providing driers (25, 16) after each flexographic 
station. Rodi teaches providing driers (22) after each lithographic (offset) station (3 - 6). 
Pantone teaches that process color images should be printed both on top of and under 
metallic ink images to achieve the desired effect. See the entire document of Pantone. It 
would have been obvious to one of ordinary skill in the art to provide the apparatus of 
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Hartung et al. with driers after each of the flexographic and lithographic stations in view 
of Bird and Rodi so as prevent smearing of the printed images in subsequent printing 
stations and flexographic printing metallic ink images in view of Pantone so as to 
provide the desired color and metallic effect to the image. 

12. Claims 1 - 5, 12 - 14, 39 - 41 , 82 - 84 are allowed. 

13. Claims 31, 42-57, 59-81 , 85-152, 155, 157, 159 and 160 have been canceled. 

Response to Arguments 

14. Since applicants failed to present any new arguments for the prior art rejections, 
it is assumed that applicants agree with the prior art rejections, and the only issue 
remaining is the issue of conception and/or diligence. 

1 5. The declarations of John W. Bird dated December 11,1 999, Jesse Speight 
Williamson and Gary Doughty filed on September 26, 2000, Steve M. Garner filed on 
April 7, 2000, the Joint Declaration filed on July 7, 2000, and the Joint Declaration filed 
on August 1 1 , 2006 under 37 CFR 1 .131 have been considered but are ineffective to 
overcome the Hartung et al. reference. 

16. The evidence submitted is considered sufficient to establish conception prior to 
the Hartung et al. reference, there being complete disclosure to another. 

1 7. However, the factual evidence required to establish diligence from a date prior to 
the Hartung et al. reference to the date of constructive reduction to practice has not 



Application/Control Number: 09/315,796 Page 15 

Art Unit: 2854 

been met. It has been established that diligence exists from July 1994 when five offset 
lithographic presses were ordered from Heidelberg USA. However, the affidavits and 
declarations lack any factual evidence to establish diligence from just prior to April 4, 
1 994 to July of 1 994. Mere allegations or assertions of activities (such as 'a lengthy 
study and negotiations to determine what type of lithographic presses' should be 
purchased) are not factual evidence. Any factual evidence of the lengthy study or the 
negotiations during the period in question is needed to prove diligence, and applicants 
are again encouraged to submit any factual evidence of the activities from a date just 
prior to April 4, 1994 until July, 1994. 



Conclusion 

18. Applicant is reminded of the continuing obligation under 37 CFR 1.178(b), to 
timely apprise the Office of any prior or concurrent proceeding in which Patent No. 
5,630,363 is or was involved. These proceedings would include interferences, reissues, 
reexaminations, and litigation. 

Applicant is further reminded of the continuing obligation under 37 CFR 1 .56, to 
timely apprise the Office of any information which is material to patentability of the 
claims under consideration in this reissue application. 

These obligations rest with each individual associated with the filing and 
prosecution of this application for reissue. See also MPEP §§ 1404, 1442.01 and 
1442.04. 
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Applicant is reminded to file a Supplemental Reissue Oath/Declaration in 
accordance with 37 C.F.R. 1 .175(b)(1) to state that every error not covered by a 
previous oath/declaration arose without deceptive intention on the part of the applicant. 
See M.P.E.P. 1414.01, 1444. 

Applicant is notified that any subsequent amendment to the claims must 
comply with 37 CFR 1 . 173(c) by providing an explanation of the specific support in the 
disclosure of the patent for changes made to the claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA D. ZIMMERMAN whose telephone number is 
(571)272-2749. The examiner can normally be reached on M-R 8:30A - 6:00P, 
Alternate Fridays 8:30A-5:00P. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on 571-272-2258. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Judy Nguyen/ Joshua D Zimmerman 

Supervisory Patent Examiner, Art Unit 2854 Examiner 

Art Unit 2854 
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